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Being a U.S. patent agent and a Japanese translator, I am very sensitive to language issues and how stylistic choices made during the translation process can impact patent protection, so I took great interest when a Japanese colleague brought the case Moleculon Research v. CBS (CAFC 1986) to my attention (see Reference Material section, below). To my knowledge, the patent at issue in the Moleculon case was not translated from a foreign-language application, but the word at issue in the Moleculon case -- “comprising” -- is hardly a word with respect to which either translators or patent practitioners can afford to ignore the pronouncements of the CAFC.

Leaving aside the question of whether the court might have reasonably reached a finding of no infringement on other grounds, Moleculon strikes me as particularly harsh, since, in purporting to give “comprising” its ordinary and customary meaning, the court parses it in a way that many of us might consider more restrictive than warranted by the dictionary definition of “comprising” as synonymous with “including.” Do we really think that the meaning of “comprising” in its ordinary and customary usage (as opposed to its specialized legal meaning when used as transition) precludes presence of additional unnamed elements, as the Moleculon court would have us believe?
I believe that the Moleculon case is illustrative of a trend in U.S. patent law which I call the “disappearing rule of addition.” 

In U.S. patent law, the “rule of addition” is the principle that, at least where an open transition is used in the claim, presence of additional elements in the accused device should not negate infringement (see, e.g., Patent Law: A Practitioner’s Guide, Ronald B. Hildreth, 3rd Edition publ. 1998 by Practising Law Institute, NY USA). Without such a “rule of addition,” think for a minute about how easy it would be to avoid infringement: if you have a claim to a table, all I need to do is to put a book on my table to make it noninfringing. While this is a somewhat facetious example, I think it is nonetheless illustrative of the predicament of the patent owner in such a situation and of the reason for having a rule of addition in the first place.

So what, if anything, is wrong with the court’s analysis in cases like Moleculon?

As we all know, in determining whether there is infringement, the court first does its claim construction to see exactly what it thinks a claim means, and only after it is finished with its claim construction does it compare the claim to the accused device. In comparing the claim to the accused device, the basic rule is that the court looks to see whether the accused device contains all of the elements (a.k.a. “limitations”) of the claim. In making this comparison, while the transition (e.g., “consisting essentially of,”) and any special qualifying language (e.g., “only”) may fine-tune the court’s analysis, the general rule in our peripheral claiming system, at least with an open transition, is that presence of additional elements in the accused device is irrelevant and should not negate infringement. 

But what actually appears to happen in some of these cases is that the court is instead at least partly looking at the accused device and checking to see whether it can find the elements of the accused device in the claim; e.g., if the accused device contains a plurality of some element but the claim refers to that element in the singular, the court may be more apt to reach a finding of no infringement. And I think the court is perhaps blurring the line between claim construction and infringement analysis where, as in KCJ v. Kinetic Concepts (quoted in excerpt from Abbott Labs v. Baxter Pharmaceutical, reproduced at Reference Material section, below), the court says that “an indefinite article ‘a’ or ‘an’ in patent parlance carries the meaning of ‘one or more’ in open-ended claims containing the transitional phrase ‘comprising.’” Rather, it seems to me that “a” or other indicators of the use of the singular should, during claim construction, be understood to mean the singular and the singular only; but during infringement analysis, when comparing the claim to the accused device, under our peripheral claiming system a plurality in the accused device should not negate a finding of infringement, at least where an open transition was used in the claim.

And where various grammatical constructions are logically nested underneath (i.e., are made subordinate to) an open transition, if the open transition is really open, then I have difficulty following the logic of the court when it explains that certain syntactical constructions are so compelling as to override the open transition, the rule of addition, and in fact the very concept of peripheral claiming. See the excerpts from three CAFC cases (including Moleculon) reproduced in Reference Material section, below, for examples of how I believe the court has made just such a determination (1) where “comprising” was nested beneath an open transition, (2) where alternative language (“or”) was nested beneath an open transition, and (3) where alternative language (a Markush group) was nested beneath an open transition. And in cases like Abtox v. Exitron (CAFC 1997), Elkay v. Ebco (CAFC 1999), Insituform Technologies v. Cat Contracting (CAFC 1996), North American Vaccine v. American Cyanamid (CAFC 1993), and Kinetic Concepts v. KCI Therapeutic (CAFC 2000), we see the same sort of rationale at least partially applied in a manner as would support a finding of no infringement (4) where the singular is used in the claims but the accused device has a plurality.

Rather than attempt to resolve the logic of the court with the traditional view of the rule of addition, I think it makes more sense to try to understand these cases under the rubric of what the court -- depending on the case -- refers to variously as “disclaimer,” “express disavowal,” “specific exclusion,” and the like. That is, the court, at its discretion, may decide that the patentee’s use of a certain term or expression was done with the intention of limiting the invention to exactly that and nothing else; e.g., it is reasonable, or so the argument goes, to conclude that the term “left” appearing in a claim should never be read so broadly as to read on “right” in an accused device. This is sort of like the “all-elements rule,” intended by the USSC as a check on an out-of-control DOE by ensuring that no claim element should be completely “vitiated” during infringement analysis. But think for a moment about how subjective a proposition it is to distinguish between that which merely stakes out a boundary in peripheral claim “space” (and is thus legitimately amenable to expansion of scope under the DOE where warranted) and that which constitutes a “specific exclusion” (and is thus not only denied expansion of scope under the DOE, but is actually used as ammunition for reverse-DOE-like incursions into claim “space” to contract claim scope inward from its literal boundaries, e.g., by overriding the rule of addition).

Like it or not, the “rule of addition” is no longer very much of a rule. The practical question from the practitioner’s standpoint (and to a certain extent from the translator’s standpoint as well) is what strategies might be effective against this trend. Techniques which some cases indicate may be effective in this regard are as follows (bear in mind, however, that blindly expanding the scope of claim language can, for example, have the unintended consequence of causing the claim to read on the prior art):

· Number-qualifying language like “one or more,” “at least one,” etc.
· Inclusive expressions like “and/or”
· Invention-qualifying words like “embodiment,” “aspect,” “mode,” etc.
· Permissive or precatory language like “may” or “might”
· Words of approximation like “substantially,” “generally,” etc.
· Boilerplate

The CAFC in Moleculon is telling us that outside of the transition the court will not automatically read “comprising” in its open sense -- and that moreover during infringement analysis (i.e., comparison with the accused device) it will use what it takes to be this closed sense of the word to override the rule of addition with respect to the element in question. And in other cases we see similar rationales advanced to override the rule of addition under various theories. As tedious as it may seem, it appears that the only recourse for the practitioner (and to a certain extent the translator as well) is to “pepper” the claims and specification with the sort of “qualifying language” to which the court alludes in Abbott Labs v. Baxter Pharmaceutical (see excerpt, below).

-------------------------------------------------------------------
REFERENCE MATERIAL

-------------------------------------------------------------------
Moleculon Research v. CBS (CAFC 1986) (footnotes in angle brackets omitted):

3. A method ... which comprises ... rotating a first set of cube pieces comprising four cubes about a first axis ... .

...

Moleculon counters that using the transitional phrase “which comprises” not only opens the claim to additional steps, but also opens the claim and its individual method steps to additional structural elements.<6> Moleculon’s statement is far too broad, as an examination of step (a) of claim 3 shows.<7> That step (“engaging eight cube pieces as a composite cube”) contains a structural recitation (“eight cube pieces”). The question before us is not whether, because of the transitional phrase “which comprises,” the step reads on a step of an accused method which recites additional structure (hypothetically, “eight cube pieces and six metal plates”), but rather whether this step which recites engaging “eight cube pieces as a composite cube” reads on a step which engages more than eight cube pieces as in the 3x3x3 Rubik’s Cube or the 4x4x4 Rubik’s Revenge.

The transitional phrase, which joins the preamble of a claim with the body of a claim, is a term of art and as such affects the legal scope of a claim. While a transitional term such as “comprising” or, as in the present case, “which comprises,” does not exclude additional unrecited elements, or steps (in the case of a method claim), we conclude that the transitional phrase does not, in the present case, affect the scope of the particular structure recited within the method claim’s step.

-------------------------------------------------------------------

Kustom Signals v. Applied Concepts (CAFC 2001):

1. A method ... comprising the steps of ... searching said components in memory for the component that meets preselected magnitude or frequency criteria ... . 

...

Kustom argues that the accused device infringes literally in that the second search -- such as a search for amplitude after the operator requests a search for frequency -- is simply an additional function. Kustom points out that the performance of an additional step is irrelevant when the claimed steps are performed. See Moleculon Research Corp. v. CBS, Inc., 793 F.2d 1261, 1271, 229 USPQ 805, 812 (Fed. Cir. 1986) (“comprising” opens a method claim to the inclusion of steps in addition to those stated in the claim). 

However, the accused traffic radar device does not merely practice an additional function or perform an additional step; it performs a function explicitly moved outside the scope of the claims, for the alternative “or” excludes devices that search both magnitude and frequency. Although Kustom is correct that “comprising” means that the claims do not necessarily recite all of the elements and limitations of a device, or steps of a method, the clause imposing the limiting term “or” requires the exclusion of devices whose memory search includes magnitude and frequency. The open-ended transition “comprising” does not free the claim from its own limitations. See Spectrum Int’l, Inc. v. Sterilite Corp., 164 F.3d 1372, 1379-80, 49 USPQ2d 1065, 1070 (Fed. Cir. 1998) (the term “comprising” cannot restore subject matter otherwise excluded from the claim). The district court correctly held that the accused device, by its search of both magnitude and frequency without operator instruction, is outside the literal scope of the claims.

-------------------------------------------------------------------

Abbott Labs v. Baxter Pharmaceutical (CAFC 2003):

1. An anesthetic composition comprising ... a ... Lewis acid inhibitor selected from the group consisting of water, butylated hydroxytoluene, methylparaben, propylparaben, propofol, and thymol.

...

In KJC [sic] Corp., this court stated that “an indefinite article ‘a’ or ‘an’ in patent parlance carries the meaning of ‘one or more’ in open-ended claims containing the transitional phrase ‘comprising.’” KJC [sic] Corp., 223 F.3d at 1356. However, such an indefinite article used in conjunction with a Markush grouping does not receive such latitude because a proper Markush group is limited by the closed language term “consisting of.” See Mannesmann Demag Corp. v. Engineered Metal Prods. Co., 793 F.2d 1279, 1282 (Fed. Cir. 1986) (confirming that the phrase “consisting of” appearing in a clause of a claim specifically limits only the element set forth in that clause). Therefore, although “a” without more generally could mean one or more in an open-ended patent claim, “a” with “consisting of” in this case indicates only one member of a Markush group. See KJC [sic] Corp., 223 F.3d at 1356. If a patentee desires mixtures or combinations of the members of the Markush group, the patentee would need to add qualifying language while drafting the claim. See Meeting Held to Promote Uniform Practice In Chemical Divisions, supra, at 852 (citing examples of qualifying language such as: “and mixtures thereof” and “at least one member of the group”). Thus, without expressly indicating the selection of multiple members of a Markush grouping, a patentee does not claim anything other than the plain reading of the closed claim language.

-------------------------------------------------------------------
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