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§ 10:2.2 Rule of Addition

According to the Rule of Addition, the defendant, in general,
will literally infringe |the plaintiff’s claim in an unexpired U.S.
if the defendant makes, uses, or sells in the United States

BHEDIESIEREDFEREOETOREZH -BIEIXNERELLTY.
BREABEREASITEMLUIZELTH, REAYDHIEIZEDYIEEL,
=EAYDEFETHS,

Hi #: Hildreth, Ronald B. Patent Law: A Practitioner's
Guide. Third Edition. New York: PLI Press, 1988.
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KEHERZRICK D
specific exclusiongi

antipatentDEMBETIIF
MaEASBDEIICEL...

HFA A DVBRHE(C
BRSO U JztERISEH

.. 225 U D

1994~20065FD
14{ElDHIR(C
specific
exclusion
HCAFCICHRD LkIF
5NTW3

Case

/

Opinion
Date

Opinion
Author

Dissenting

Opinion

Alleged Dis-
claimer in Spe-
cification or
Claim?

\

Specific
Exclusion

Applied? Y‘

ally, Inc. v,
Spalding & Even-
flo Cos., 16 F.3d

394 (Fed. Cir.
1994).

2/R/94

Rader N/A

Claim

Athletic Alterna-
tives, Inc. v. Prince
Mfg., Inc., 73 F.3d
1573 (Fed. Cir.
1996),

1/11/96

Michel N/A

Claim

Wiener v, NEC
Elecs,, Inc., 102
F.3d 534 (Fed. Cir.
1996),

1:2/6/96

Rader

Eastman Kodak
Co. v. Goodyear
Tire & Rubber
Co., 114 F.3d 1547
(Fed. Cir. 1997),

N7

Rader Lourie (in

part)

Claim

Claim

Yes

Sage Prods., Inc. v.
Devon Indus., 126
F.3d 1420 (Fed.
Cir. 1997).

H18/97

Rader

Claim

Ethicon Endo-
Surgery, Ilnc. v,
L5, Surgical
Corp., 149 F.3d
1309 (Fed. Cir,
1998).

6/30/98

Lourie

Claim

13/14EDHRT
(. specific
exclusiongGb &
saiE LU CL\D
(5% D 1{EDHIR
TlE. BIDERTI
Fmikl - |
ULEDHIRIEDTE)

Moore, U.S.A, Inc. v,
Standard Register Co.,
229 F.3d 1091 (Fed.
Cir. 2000).

922400

Michel Mewman

{in part}

Claim

Yes

SciMed Life Sys. v.
Advanced Cardiovas-
cular Sys., 242 F.3d
1337 {Fed. Cir. 2001).

2/14/01

Bryson NiA

Specification

Yes

Senior Techs., Inc. v,
R.F. Techs., Inc., 76
Fed. Appx. 318 (Fed.
Cir. 2003).

917103

Clevenger | N/A

Claim

Yes

Gaus v. Conair Corp.,
363 F.3d 1284 (Fed,
Cir. 2004).

4/1/04

Bryson MiA

Specification

Yes

CAFCOfRIRICEK D &.
%< DIBS(CITFERIA
DL HEDEDH
specific exclusion
ok

Movartis Pharms.
Corp. v. Abbott Labs.,
375 F.3d 1328 (Fed.
Cir. 2004),

TIE04

Prost Bryson

Specification

Yes

Asyst Techs. Ine, v,
Emtrak, Inc., 402 F.3d
1138 (Fed. Cir. 2005).

32205

Bryson N/A

Claim

Yes

Bicon, Inc. v, Strau-
mann Co., 441 F.3d
945 (Fed. Cir. 2006).

320/06

Bryson MIA

Claim

Yes

Cook Biotech Inc. v.
ACell, Inc., 460 F.3d

1365 (Fed. Cir. 2006).

B/18/06

Prost N/A

Claim

H #: Greene, Blake B. Bicon, Inc. v. Staumann Co:
The Federal Circuit Specifically Excluded Claim
Vitiation to Illustrate a New Limiting Principle on the
Doctrine of Equivalents. Berkeley Technology Law
Journal. Volume 22, Issue 1, Article 9 (January 2007).
http://scholarship.law.berkeley.edu/cgi/viewcontent.cgi
Tarticle=1674&context=btlj

Yes
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Specific Exclusion & WS BEZDEN

1. Specific exclusion& (E.  [HEAADBAFEICERS U I-iEFIEEH |
=\ I

2. Kk, HEREFIRIDEDICERZRINIEHTHD

3. Warner-Jenkinson v. Hilton Davis®4f (USSC 1997) Y>Sage
Products v. Devon Industries®{4 (CAFC 1997) TwamU5N<T
LD all-elements rule(CE D < claim element vitiation (13
EFRDBEHATHERIBDH I ERHNTESKEIRBFEF RN
TIEULTFRW) SIS HIMUTTULB A, vitiation & (&7 D
exclusion T, HFEEADHEDEVARRECKLDO>T. HEEAD
RRETHHEADESEFESEBZFEAUIZEHESNTNB S EN
1> K

4, FIX(E. TIEEREI EWSIEEHNSGNIE., XS5 EGFZEAU L
SEUTE [EE] OBDICKRANRETTIFRV. [E] & [A]
(CIRBRL. [TE] (& TTF] (SIRBIRL. A4

5. CCETHWT., &ETCTHERYRHICEDODNS3TULULDH?

KETHERZFHIR T DHNHEUSNTUVDHERICDWTIE. COmMXZCSHE . H: EEEE0. KEWFFICHITS
BERHIRIEROBERAEIL —LARSTIFTa 2 0ICDWT —BFEFHIRICHITDIIL—LBREOEEHEFRME—. 4l
MBEAEEBR (2005) . http://www.iip.or.jp/summary/pdf/detail05j/17_21.pdf g
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Specific ExclusionEi B &% & <345 A3

“[T]he concept of equivalency cannot embrace a structure that is specifically excluded from the
scope of the claims.”

Dolly, Inc. v. Spalding & Evenflo Cos (CAFC 1994; emphasis added)

“[T]he patentee cannot now invoke the doctrine of equivalents to ‘embrace a structure that was
specifically excluded from the claims’. ... A particular structure can be deemed outside the reach of
the doctrine of equivalents because that structure is clearly excluded from the claims whether the
exclusion is express or implied. ... because the scope of the claim was limited in a way that plainly
and necessarily excluded a structural feature that was the opposite of the one recited in the claim,
that different structure could not be brought within the scope of patent protection through the
doctrine of equivalents.”

Scimed Life Systems v. Advanced Cardiovascular Systems (CAFC 2001; emphasis added)

“[lln a binary choice situation where there are only two structural options, the patentee's claiming of
one structural option implicitly and necessarily precludes the capture of the other structural option
through the doctrine of equivalents. ... If ‘metallic’ were allowed to be the equivalent of ‘non-metallic,
such approach would wholly vitiate the claimed ‘nonmetallic’ limitation and negate the ‘clear and
binding statement to the public that metallic structures are excluded from the protection of the
patent.’ ... [T]he patentee's choice of claim terms has plainly, necessarily, and implicitly excluded
from the scope of the patent the embodiment it now seeks to capture through the doctrine of
equivalents.”

Senior Techs., Inc. v. R.F. Techs., Inc. (CAFC 2003; emphasis added)
9
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iR - Lb&icrosstalk TR RIE UK IXBIHEE...

1. ARTULUES., EE0EEEZROBICIE. FiL2EMED
EEZBTODIEICITOINE :

a) sRIAZAHIRT D
b) 15&LLEKITSD

2. JEBUWEGED FWHEFITE, LEE2EEDEY DD
MO Fv 2 LIRDTNBZ ENZL,

3. FIRIE. ¥RZIC [“a” means “one and only one”]
&b, [“a” means “one or more”] MKSIC. IS5
LT BT . HEEE [al OEKBAHZ
U ELETREOBRZRODEISIELTNS,
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“Kustom argues that the accused device infringes literally [because] performance of an additional step is
irrelevant when the claimed steps are performed. ... (“comprising” opens a method claim to the inclusion of
steps in addition to those stated in the claim). ... However, the accused traffic radar device does not
merely practice an additional function or perform an additional step; it performs a function explicitly moved
outside the scope of the claims, for the alternative “or” excludes devices that search both magnitude and
frequency. ... The open-ended transition “comprising” does not free the claim from its own limitations.”
—Kustom Signals v. Applied Concepts (CAFC 2001; emphasis added)

KAFEHE5 528 246 B D E

‘ S ey T | | FARIEH. .-,.“&7397‘_“[5

------ O Al ] oo i 1. A method ... comprising the steps of ...

L Q , Q Ql 'Q) \O; O searching said components in memory for
A | the component that meets preselected

magnitude or frequency criteria ... .

o [Comprising] CTHAIZEhHHiT TOR] AAHE#E
OREEBE. IRTYIEITOMBIIBEFHEL,

o ERBIZCA—FDRATYIDHZEERE LTLIVNIL,
BEHYES=TLLIM? ;
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HERBICHAEBENEREZRINTHES
AENTI=A3—TIL U REH

“In this case, the relevant independent claim does not recite a memory device having ‘a’ bit line. Instead, it
recites a method comprising accessing a number of control gates and a bit line to activate a number of
cells. The plain language of the claim clearly indicates that only a single bit line is used when accessing a
number of cells. ... [N]othing in the text of Harari's claim 63 suggests accessing more than one bit line
when activating the number of memory cells. For example, step a) expressly distinguishes between the
singular and plural by reciting ‘accessing a number of control gates’ while ‘accessing a bit line’ to activate
‘a number of memory cells.” Step b) further reinforces the difference between singular and plural by
reciting ‘subsequent to accessing said bit line, sensing the presence of at least one activated cell.” And
finally, step c) again distinguishes between singular and plural by applying ‘a first voltage to said bit line,’
while applying other voltages to the source and control gate of ‘at least said erased cell.”

—Harariv. Lee (CAFC 2011; emphasis added)

Harari®) K 4555 58 H[fH09/056,398 5 M 6355 KIEHF . F R sli>T-8 7 :

63. A method of treating at least one erased EEprom cell, comprising:

a) accessing a number of control gates and accessing a bit line, thereby activating a number of
memory cells, each of said memory cells having a source, a drain, and a control gate;

b) subsequent to accessing said bit line, sensing the presence of at least one activated cell from said
number of memory cells that is erased to a state other than one of at least two data states; and

c) subsequent to sensing the presence of said erased cell, applying a first voltage to said bit line, a
second voltage to said control gate of at least said erased cell, and a third voltage to said source of
at least said erased cell, said first and second voltages being higher than said third voltage.

14
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“Moleculon counters that using the transitional phrase “which comprises” not only opens the claim to
additional steps, but also opens the claim and its individual method steps to additional structural

elements. ... The question before us is ... whether this step which recites engaging “eight cube pieces as a
composite cube” reads on a step which engages more than eight cube pieces as in the 3x3x3 Rubik’s
Cube or the 4x4x4 Rubik’'s Revenge. ... While a transitional term such as “comprising” or, as in the present
case, “which comprises,” does not exclude additional unrecited elements, or steps (in the case of a
method claim), we conclude that the transitional phrase does not, in the present case, affect the scope of
the particular structure recited within the method claim’s step.”

24 20

A\

.

N

&

—NMoleculon Research v. CBS (CAFC 1986; emphasis added)

K 4R EE3 655 201 B D E3EE

KIEF

3. Amethod ... which comprises ... rotating

>

&

= = R ANy k-1 (3

a first set of cube pieces comprising four
cubes about a first axis ... .

[Comprising |ZB{TEIZFE T TIE AL BRIEAXDD

HoOBRREMITT B

=2f=TL&M "

BICEHODhTLWNIE, REFY
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“[N]Jothing in the text of claim 1 suggests the use of more than one cup.

A Specifically, claim 1 refers to ‘a cup’ and ‘the cup’ repeatedly,

s \ 5° suggesting that only one cup is involved. Indeed, rather than

. e G describing the process in terms of more than one cup, claim 1
S\ . specifically describes using the same cup repeatedly. ... Insituform

L ZAAN also argues ... that ‘adding something to an infringement [i.e., more

than one cup] does not avoid infringement.’ ...”

—Insituform Technologies v. Cat Contracting (“Insituform I”) (CAFC 1996; emphasis added)

-

AFFET54,366,0125DFE1FEKIER, FREG DA
1. A method of impregnating with a curable resin an inner layer of resin
absorbent material disposed in an elongate flexible tube having an outer layer
formed by an impremeable [sic] film, the method comprising the steps of ...

(3) drawing through the window a vacuum in the interior of the tube downstream
of said one end by disposing over the window a cup connected by a flexible hose
to a vacuum source which cup prevents ingress of air into the interior of the tube
while the tube is being evacuated, the outer layer of the tube being substantially

impermeable to air,

(5) when the resin reaches the vicinity of the region of vacuum application,
removing the cup and sealing the window, ... .

16
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SERIE(C I 3 BMBED - S(CH 3 ERELIRNT S 1F2

“Of particular relevance for the claim dispute before this court, the article ‘a’ suggests a single chamber. ...
Repeatedly the claim refers to ‘said chamber’ as it describes various portions of the apparatus. This term
itself, ‘said chamber,’ reinforces the singular nature of the chamber. The claim does not place the
sterilization zone vaguely within ‘a chamber,” but within ‘said chamber.’” This language clarifies that only

one chamber is in question.”

—Abtox v Exitron (CAFC 1997; emphasis added)

KIFEF54,931,261 5 DEIFFRKIEF
N P é-él-““ tEOT:%Bn :
A 4 3. ... [a]pparatus for sterilization of medical devices
\%_ﬁ}} and materials in a gas plasma comprising,
< = | (@) a metallic gas-confining chamber ... ;

G (b) ... into said chamber ..., and

(¢) ... within said chamber volume ..., and
including ... within said chamber and ... the internal
volume of said chamber ... .

Al alZE>T=DHAF5T , said|EETE->TLEST=
CEEXEAIC, EHEERILTHSRERE? 1?21 72!
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“Claim 11 gpecifically refers to ‘a terminal portion’; it does not refer to ‘any terminal portion’ or to ‘all
terminal portions.” While it is generally accepted in patent parlance that ‘a’ can mean one or more, see
Robert C. Faber, Landis on Mechanics of Patent Claim Drafting 531 (3d ed. 1990) (‘In a claim, the
indefinite article A or AN connotes “one or more.”’), there is no indication in the patent specification that
the inventors here intended it to have other than its normal singular meaning. ... We therefore conclude
that ‘linkage to a terminal portion’ includes linkage only to ‘a terminal portion’ at one end of the
polysaccharide. ... End-to-end crosslinking, consisting of protein linkages at both terminal portions of a
polysaccharide, is inconsistent with the clear meaning of the expression ‘a terminal portion.” Thus, end-to-
end crosslinking is ... excluded from the claims.”

—North American Vaccine v. American Cyanamid (CAFC 1993; emphasis added)

KAFEEEA4356,170BEDE
kI, .',.“&7397"_’15

11. ‘An antigenic-polysaccharide:protein conjugate
wherein the polysaccharide and protein are covalently
linked through a

H
= CHy==N=protein

linkage to a terminal portion of the polysaccharide
without significant cross-linking, said antigenic polysac-
charide having a MW above about 2000,

18
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“Under the court's new law, table salt dissolved in water will not be an adequate description of the
composition for infringement purposes, since the sodium chloride molecule no longer ‘exists’: in dissolution the
sodium and chloride ions will have broken their bonds to each other, in interaction with molecules of water.”

—Dissent by Judge Newman in Exxon v. Lubrizol (CAFC 1996; bolding added)

Exxontt DK 455554,867,8905 D E1FEREIIRIILVEK [ITEMN T S:

1. A lubricating oil composition suitable as a crankcase lubricant in internal combustion engines comprising:
' T n R R’
A. a major amount of lubricating oil;
B. a dispersing amount of lubricating oil dispersant selected from the group consisting of:
(1) ashless nitrogen or ester containing dispersant compounds selected from the group consisting of: % .
(a) oil soluble salts, amides, imides, oxazolines, esters, and mixtures thereof, of long chain hydrocarbon substituted mono- and dicarboxylic acids or their anhydrides; h T
"
ol M

(b) long chain aliphatic hydrocarbons having a polyamine attached directly thereto; and

(c) Mannich condensation products formed by condensing about a molar proportion of long chain hydrocarbon substituted phenol with from about 1 to 2.5 moles of formaldehyde and from about 0.5 to 2 moles of polyalkylene polyamine; wherein said long chain hydrocarbon group is a polymer
of a C.sub.2 to C.sub.5 monoolefin, said polymer having a molecular weight of from about 700 to about 5000;

(2) nitrogen or ester containing polymeric viscosity index improver dispersants which are selected from the group consisting of:
(a) polymers comprised of C.sub.4 to C.sub.24 unsaturated esters of vinyl alcohol or of C.sub.3 to C.sub.10 unsaturated mono- or dicarboxylic acid with unsaturated nitrogen containing monomers having 4 to 20 carbons,
(b) copolymers of C.sub.2 to C.sub.20 olefin with C.sub.3 to C.sub.10 mono- or dicarboxylic acid neutralized with amine, hydroxy amine or alcohols, and

(c) polymers of ethylene with a C.sub.3 to C.sub.20 olefin further reacted either by grafting C.sub.4 to C.sub.20 unsaturated nitrogen containing monomers thereon or by grafting an unsaturated acid onto the polymer backbone and then reacting said carboxylic acid groups with amine, hydroxy
amine or alcohol; and

(3) mixtures of (1) and (2); wherein when said lubricating oil dispersant (1) is present, then said dispersing amount of (1) is about 1 to 10 wt. %, and when said lubricating oil dispersant (2) is present, then said dispersing amount of (2) is from about 0.3 to 10 wt. %;
C. from about 0.01 to 5.0 parts by weight of oil soluble zinc dihydrocarby! dithiophosphate wherein the hydrocarbyl groups contain from 1 to 18 carbon atoms;
D. an antioxidant effective amount, within the range of from about 5 to about 500 parts per million by weight, of added copper in the form of an oil soluble copper compound; and

E. a lubricating oil detergent additive which comprises at least one magnesium or calcium salt of a material selected from the group consisting of sulfonic acids, alkyl phenols, sulfurized alkyl phenols, alkyl salicylates and naphthenates, wherein said parts by weight are based upon 100 parts by
weight of said lubricating composition and said weight % is based on the weight of said lubricating composition.

LHL. AP ORnERRRTHEE. TODUEEME
APDRERSMDIK EHHTHRET HEMN
— RO TIE? )
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MODEL US CLAIM FORMAT e

e Preamble ()

Short. Title of invention 1s often enough. Maybe
brief field of art to which invention pertains.

e Transition (331T:E

Usually “comprising”. Why take chances on
untested language”?

e Body (RXX)

Introduce elements. State interrelationship between
elements.

22
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KISS* & “Clean” Claims Make Life Easier! '™

A table comprising:
a platform; and
aleg;

wherein the leg 1s attached to the platform 1n perpendicular
fashion with respect thereto.

A table comprising: LNETH?

a platform;
a leg; and

wherein ... .
* KISS = IKeep It Simple, Stupid]8%L\[E[Keep It Simple, Silly JIOBETY 3
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ANTECEDENCE e

Avoid indirect introduction of elements.

Two strategies regarding number:
— Traditional: a - the
— Modern: at least one - the at least one

At every noun, ask whether has been previously
introduced (in current claim or 1in any claim from

which current claim depends). If yes, then must say
“the ’?.

Therefore, where want to reserve possibility that
new element 1s different from old element, new
element must have unique name to distinguish from
old element (like username or user ID).

27
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ANTECEDENCE (cont.) o

 Powerful but simple approach is to say:
— “afirst ”
— “asecond 7
— “athird 7

e (Can fine-tune by saying “a second ,
different from the first ,” to distinguish from
the case where the same element acts as both the
first and the second

e (Can further fine-tune by claim differentiation.

28

© 2015 Gerald T. Peters, U.S. Patent Agent. http://www.jttpatent.com. Permission is hereby given to reproduce this material provided proper attribution is given, but all other rights are reserved.



ANTECEDENCE (cont.)

Common problems with claims sets originating in Japan:

— No positive recitation of elements.
Cure by using clean subparagraph format.

— Indirect introduction of claim elements.
(Same as above)

— Ambiguous antecedence

Cure by KISS* and consistent use of unique user-friendly
element names. Element name should be short and sweet.

— Inconsistent noun number and articles

Cure by choosing traditional or modern approach (see slide
2'7) and using consistently.

* KISS = [Keep It Simple, Stupid]8%L\[&Keep It Simple, Silly IO TY ”
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ANTECEDENCE (cont.) o

* Avoid indirect recitation. Positively recite elements.

e (Give each element a unigue name and use that
name consistently.

e Introduce element first, before optionally describing
what 1t 1s, what it does, or its relationship to other
elements

e Divide body into two sections:
— (1) Element list: naming/introduction (“‘comprising ...”")

— (2) Wherein clauses: subsequent recitations that add
further limitations (““‘wherein ...”).

e Skillfully handle similarly named elements (e.g.,

2% 66

say “‘a first , “‘a second 7, etc.).
Anticipate confusion due to dependent claims. 30
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PRACTICAL EXAMPLES 505

e claim 1 (JRILEEKIA)

CEREEMEEDIEEEEMTAEEEREEL. 5
$>...

... comprising ... a signal generating unit that generates a
signal 1n a high-frequency band

e claim 3(#¢/E5EKIH)
BIEREEAEREE(L. I0 MHzZEYEWEEHBDIEEEL
AT ST HFEET 5.

... wherein the signal generated by the signal generating
unit has a frequency that 1s greater than 10 MHz

31
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MORE PRACTICAL EXAMPLES °”
o« [EEKIE1](HILFEKIA)
BRSNS FE 1B, BRFE 1 RS
Mo EH SN BME AN E 1 EfFERICENIN DR
EZEUEE,

1. An apparatus comprising:

a first heat exchanger for cooling a heat transfer medium; and

a first flow passageway for guiding the heat transfer medium from the first
heat exchanger to a first compression device.

« [EKIA2] (KBEFKIR)
F1ERFENOEHIN-H XM ATEEE 1 AR
EMNAORBzrEBICEUHEKIB1GLEHDEE,

2. The apparatus according to claim 1 further comprising a second flow

passageway for guiding a first gas from the first compression device to the
first heat exchanger.

32
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MORE PRACTICAL EXAMPLES (cont.)""

« [EEKIE3] (E/EFHEKIR)

F2EA IR ML EH SN F-EEAI R FERIZED
héz}lbﬂ%’&%kﬁa;:E*IEZ_ﬂﬂ DB,

3. The apparatus according to claim 2 further comprising a third flow

passageway for guiding the heat transfer medium from a second heat
exchanger to an expansion device.

« [EEKIA4]) (EBEFKIR)

A AN EISRE 1 BRI BICENNEIRBRERICEDE
KIESEEHDEE,

4. The apparatus according to claim 3 further comprising a fourth flow
passageway for guiding a second gas to the first heat exchanger.

33
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WA - WERERTREZX Y FLTEBETS

a) HE(EEEFE—RICLNT)

b) incorporation by reference (BTN MEMNHISEH DS HY)

c) FEREBATZEERAXTOSILLWVEEICEEMRZS

d) BAMIEPICDOLGLERBHEBBEE T (s)IFZEED,

HERERZFRPTHED AV FBIRE

a) BIRREMNLTA—F/I\VOZEKRDS

b) ZATERGEEXYYF

c) EXEHNRETHIHEBLGRIFVIEESTICIE., B
TEOMMRBZEN. WRZADT-FRZLTHLS
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